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Doreen L. Costa and Abigail Rubinstein of Baker Botts
L.L.P. for Dell Inc.
WlliamT. Verhosek, Trademark Exam ning Attorney, Law
Ofice 114 (Margaret K. Le, Managi ng Attorney).
Bef ore Seehernman, Walters and Chaprman, Admi nistrative
Trademar k Judges.
Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Dell Inc., by change of nane from Dell Conputer
Corporation, has applied to register QU ETCASE as a
trademark for goods identified, as anended, as "conputer
har dwar e; internal cases for conputer hardware being parts
of conputer work stations.” The application, which was
filed on Novenber 17, 1999, was originally based on an

asserted bona fide intention to use the nark in conmerce.

It was approved by the Exam ning Attorney, published for
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opposition, and eventually a notice of allowance issued.
Applicant filed several requests for an extension of tine
to file its statenent of use. On May 9, 2002, applicant
filed a statenent of use, alleging first use and first use
in comrerce on January 31, 2002. On Septenber 17, 2002,
the Exam ning Attorney issued an Ofice action in which he
found the specinen submitted in support of the statenent of
use to be unacceptable; on Cctober 23, 2002, applicant
filed an "insurance" request for an extension of tinme to
file its statenent of use.

Regi stration was ultimately finally refused on the
basis that applicant has failed to submt a specinen which
evi dences actual trademark use. It is fromthis refusa
that applicant has filed the present appeal.

The appeal has been fully briefed.! Applicant did not
request an oral hearing.

The sole issue in this appeal is whether the specinen
subm tted by applicant on May 9, 2002 with its statenent of
use is acceptable to show use of the mark in connection

with the identified goods.?

1 Applicant's request for an extension of time to file its reply

brief is granted.

2 Wth its request for reconsideration, filed with a certificate
of mailing dated Cctober 16, 2003, applicant subnitted a
substitute speci nen which was asserted to have been in use "prior
to the expiration of the Fifth Extension of Tinme to file a
Statenent of Use." Because this fifth extension was filed after
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Trademark Rule 2.56 provides, in part:

8§2.56 Speci nens.

(a) An application under section 1(a) of
the Act, an anendnent to all ege use
under 82.76, and a statenment of use
under 82.88 nust each include one

speci nren showi ng the nmark as used on or

in connection with the goods,

or in the

sale or advertising of the services in

comer ce.

(b)(1) A trademark specinmen is a | abel,
tag, or container for the goods, or a
di spl ay associated with the goods. The
O fice may accept anot her docunent
related to the goods or the sale of the
goods when it is not possible to place
the mark on the goods or packagi ng for

t he goods.

Section 45 of the Trademark Act states,

in part, that:

For purposes of this Act, a mark shal
be deened to be in use in comerce—

(1) on goods when—

(A) it is placed in any manner
goods or their containers or t
di spl ays associated therewith

on t he
he
or on the

tags or | abels affixed thereto, or if

the nature of the goods makes
pl acenent inpracticable, then
docunents associated wth the
their sale...

The speci nen submtted by applicant

such
on
goods or

is a printout of a

page taken fromits website, which it asserts to be a

di spl ay associated with the goods. Duri

ng the course of

the "insurance" fourth extension request, the Exam ning Attorney
advi sed applicant that the fifth extension was not allowed, and
therefore that any speci nen which was used after the expiration

of the fourth extension was not acceptabl e.

Appl i cant does not

di spute this decision, and agrees that the only issue in this

appeal is the acceptability of the original

speci nmen.
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exam nation, the Exam ning Attorney appeared to accept that
a website page could, in theory, be a display associated

wi th the goods, but that applicant's particul ar website page
was not acceptabl e because of the manner in which the mark
appeared on it. In his brief, however, the Exam ning
Attorney al so states that the specinmen is nere advertising,
and does not constitute a display at all. Applicant
contends in its reply brief that the Exam ning Attorney had
not previously objected to the specinen on the basis that it
is nere adverti sing.

It appears to us that the Exam ning Attorney has nade
the statenent that the specinen is nere advertising because
of the distinction that is nade in the case | aw between
advertising, which does not constitute evidence of trademark
use, and a display associated with the goods, which does.
"Specinmens are invalid for registration purposes only if
they constitute nmere advertising." Lands' End Inc. v.
Manbeck, 797 F.Supp. 511, 24 USPQd 1314, 1316 (E. D. Va.
1992), quoting In re Shipley Co., 230 USPQ 691, 694 (TTAB
1986). The Exami ning Attorney seens to be taking the
position that because the specinen is nere advertising, it
is not a display associated with the goods or, perhaps, that
because the specinen is not a display associated with the

goods, it is nmere advertising.
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Wth respect to the question of whether a website page
can constitute a display associated with the goods, it is
true, as the Exam ning Attorney points out, that
traditionally "displays associated with the goods"” have been
banners, shelf-tal kers and other point-of-sale material.

However, in Lands' End, the Court held that a catal og could

al so be a display associated with the goods. Lands' End was
attenpting to register KETCH as a trademark for purses, and
submtted a page of its catal ogue
showi ng the picture of a purse, a verba
description, and the term"KETCH' as
they all ege constitutes trademark usage.
The al | eged tradenmark "KETCH' appears
prom nently in large bold lettering on
the display of purses in the Lands' End
speci men in a manner which closely
associates the termw th the purses.
24 USPRd at 1315.

As the Court reiterated in that decision, citing Inre
Shipley Co., 230 USPQ at 694 (TTAB 1986), "A point of sale
| ocation provides a custoner with the opportunity to | ook
to the displayed mark as a neans of identifying and
di stingui shing the source of goods."” 24 USP@d at 1316.

In Shipley, the Board found that a speci nen show ng the
mark at a trade show booth was an acceptabl e "display
associ ated with the goods" because the trade show booth was

a sales counter for the applicant's products, even though

the chem cals being sold were not physically present at the
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booth. The Court found this situation anal ogous to the

catal og involved in Lands' End; the custoner could

associate this display of the mark with the goods in
deci di ng whether to buy the product. Using the catalog, a
custoner could associate the product with the trademark in
the display, and nake a decision to purchase by filling out
the sales formand sending it in or by calling in a

pur chase by phone.

Fol Il owi ng the reasoning of the Lands' End deci sion, we

hold that a website page which displays a product, and
provi des a neans of ordering the product, can constitute a
"di spl ay associated with the goods,"” as long as the mark
appears on the webpage in a manner in which the mark is
associated with the goods. It is a well-recognized fact of
current commercial |ife that many goods and services are
offered for sale on-line, and that on-line sales nmake up a
significant portion of trade. Applicant itself sells nany
goods on-line. 1In the declaration of Deborah McNair, a
Communi cations Specialist for applicant, she states that in
1997

Dell becane the first conpany to record

$1 million in online sales. Today,

Del | operates one of the highest volune

I nternet comrerce sites in the world

based on M crosoft Corp.'s W ndows

operating system Approximtely half
of Dell's business is Wb-enabl ed.
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I ndeed, in 2000 al one Dell surpassed
sales of 50 mllion dollars per day via
the Dell web site.

In today's commercial environnment, we must recognize
that the banners, shelf-tal kers and ot her point of purchase
di spl ays that are associated with brick and nortar stores
are not feasible for the on-line shopping setting. Wb
pages whi ch display goods and their trademarks and provi de
for the on-line ordering of such goods are, in fact,
el ectroni c di splays which are associated with the goods.
Such uses are not nerely advertising, because in addition
to showi ng the goods and the features of the goods, they
provide a |link for ordering the goods. 1In effect, the
website is an electronic retail store, and the webpage is a
shel f-tal ker or banner which encourages the consuner to buy
the product. A consuner using the |link on the webpage to
purchase the goods is the equivalent of a consuner seeing a
shel f-tal ker and taking the itemto the cashier in a brick
and nortar store to purchase it.

The Exam ning Attorney has asserted that a single

webpage does not fit within the Lands' End determ nation of

a display associated with the goods because it is not an
actual catalog nor is it an electronic catal og. However,

the point made in Lands' End was not that, to be a display

associated with the goods, the specinen had to be a catal og
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(whet her actual or electronic). The single webpage
submitted in the present case is used as a vehicle for
ordering the product shown on the webpage. As the
Exam ni ng Attorney has acknow edged, the specinen directs
prospective purchasers to "Buy Online"
through the icon "Customze it". This
is much akin to online retail stores[']
icon of "Add to cart" or a shopping
cart icon.
Ofice action mailed April 18, 2003.
The single webpage is, thus, a point of sale display, a
di splay by which the actual sale is nade.
The Exam ning Attorney has al so asserted that, even if
a single webpage woul d be acceptable as a point of sale

di splay, the particul ar webpage submtted by applicant as a

speci nen does not neet the requirenents of Lands' End

because it does not promnently display the mark with the
product. The Exam ning Attorney points to the foll ow ng
| anguage in Section 904.06(a) of the Trademark Manual of
Exam ni ng Procedure (3d ed., rev. May 2003):

[ E] xam ni ng attorneys shoul d accept any
catalog or simlar specinen as a

di spl ay associated with the goods,
provided: (1) it includes a picture of
the rel evant goods; (2) it shows the
mark sufficiently near the picture of
the goods to associate the mark with
the goods; and (3) it includes the

i nformati on necessary to order the
goods, (e.g., a phone nunber, mailing
address, or e-nmil address). Any form
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of advertising that satisfies these
criteria should be construed as a

di spl ay associated with the goods. It
is not necessary that the specinen |ist
the price of the goods.

It is the Exam ning Attorney's position that
applicant's specinen is unacceptabl e because it does not
show the mark sufficiently near the picture of the goods to
associate the mark with the goods, in that the mark is not
near the photograph of the goods, and the mark is not
prom nently displayed, but "is in small font type and
i nconspi cuously a part of a laundry |ist of descriptions
and features for the goods." Brief, p. 7.

In order to determ ne whether the mark which appears
on the specinen is displayed in such a way that a custoner
can easily associate the mark with the identified goods, we

must |l ook to the specinen itself, a copy of which is

reproduced bel ow.
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MEDIUM & LARGE BUSINESS
| Computers Software & Peripherals ."5; Parts & Upgrades ‘é&t&mctﬁ E

Buy Online or Contact Your Main | Desktops | Notebooks | soe | SBervers | Storage |
Sales Rep : A 2
New Customers DELL PRECISION"  WORKSTATION 530 DETAILS
i Start your relationship
s Precision 530
Premier Customers Fastest Intef® Xeon™ Processor
Bremie Avgilable.
What is Premier? 400 MHz System Bus and Dual
b Pramier Channel RDRAM® memory for
outstanding performance.
Purchasing Tools
; - “s
il € Customize it
Quote 10 " o
Service and Support
Customer I’ 360 Flash Demo

Plug-in Required

[» Solutions Center

Microsoft® [Pmd uct Views IPF{){:W Higniignts l_[?ech Specsll: Service & Swpanl
¥ Microsolt® Operating i
Systems
rea E-mail wa - Highlights NEXT GENERATION INTEL® XEON®

Enipr your o-mail agdnoss:

o

Gal the latest product indo an
spetia ofers from Dell,

PERFORMANCE IN A HIGHLY SCALABLE
WORKSTATION

Quistanding dual-processor performance with
intel® Xeon™ processors up 1o 2.40GHz.

“Upto 4GE' dual channel RDBAM memaory.
*400MHz system bus.

*Up 10 262GB2 U160 internal storage

“Ideal system for CPU and graphics intensive
applications such as MCAD, AEC, GIS and DCC
Innovative new clamshell chassis with Dell's
QuigtCase™ acoustic environment, provides easy
access 10 system interior and supporis tool-less
upgrades and maintenance of key internal
components

*Available in tower chassis,

Back o Dell Precision Workstation series

As can be seen, a photograph of the conputer
wor kst ati on appears in the top portion of the webpage.
I nformati on about the features of this workstation appear
both next to the photograph, and al so bel ow t he headi ng,

"NEXT GENERATI ON | NTEL® XEON® PERFORMANCE | N A HI GHLY

10
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SCALABLE WORKSTATION." Listed in the bullet points bel ow

this heading is the trademark at issue: "QuietCase™
acoustic environnent, provides easy access to system
interior and supports tool -l ess upgrades and mai nt enance of
key internal conponents.”

The Exami ning Attorney is certainly correct that the
trademar k QUI ETCASE does not appear next to the photograph
of the goods. However, as applicant points out, the
particular workstation is the only product on the webpage.
Thus, it is clear that this is the product to which the
trademark QUI ETCASE refers. The Exam ning Attorney is al so
correct that the mark QU ETCASE is shown in a snaller type
si ze than other words appearing on the webpage. However,
it must be renenbered that the specinen is a webpage, and
that when it is actually viewed it wll fill the consunmer's
nonitor screen. Thus, the mark will appear |arger than it
does in the specinen contained in the file, or as
reproduced in this opinion. Further, the mark appears in a
bullet listing of information about the product. This |ist
will be carefully perused by potential consuners because it
contains information that is critical to the purchasing
decision. In addition, in the particular bullet fact, the
mar k appears at the beginning of a line and is foll owed by

the "TM' trademark indicator. This use of the designation

11
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"TM' next to QU ETCASE | ends a degree of visual prom nence
to the term But see, In re Brass-Craft Manufacturing Co.,
49 USPQ2d 1849 (TTAB 1998); In re Rem ngton Products Inc.,
3 USPQ2d 1714 (TTAB 1987) (nere use of the "TM indicator
cannot transform an otherw se unregistrable terminto a
trademarKk) .

In the context of the specinen webpage, we find that
QUI ETCASE is sufficiently prom nent that consuners w ||
recogni ze it as a trademark for the conputer hardware shown
on the webpage.® See In re Hydron Technol ogies Inc., 51
USPQ2d 1531 (TTAB 1999), in which the Board found that
copi es of individual inmages taken froma video recording of
an infomercial was a display associated with the goods,
even though the mark was shown by itself on a separate
screen print, and there was always intervening materi al
bet ween the show ng of the mark and the ordering
information. The Board held that when the infonercial was
considered as a viewer would perceive it, the slogan mark
was associated with the goods which were the subject of the

video. In the sane way, the speci men webpage will be

® It appears fromthe bullet information that QU ETCASE is being

used as a trademark to identify a feature of the hardware. No
objection to the specinen was raised on this basis, and we have
therefore not considered this point in our decision on appeal

12
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viewed as a whole, and QU ETCASE wi || be perceived as a
trademark for the goods.

Decision: The refusal of registration is reversed.

13



